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Remarks 

In rhc Official Action, the E.\aminer rejects Claims 1-3, 5-7, 9-1 !. 13-15, 17-20 and 23-24 under 
35 IJ.S.O. §102 as allegedly ixing RiHy anticipated by U. S. Patent No. 5,345,105. These 
grounds for rejection arc respeei fully traversed. 

Claim 1 

fhe Examiner asserts that Sun discloses, "on Figure 6 of Sun a semiconducting device adapted to 
prevent and/or to thwart reverse engineering..." (See Page 2 of the Official Action,) 

The Examiner asserts that 'Sun ct nl. docs not (each reverse engineering prevention.../' (Sec 
Page 2, last paragraph, of the Official Action.) 

What is the Examiner saying here'/ Either the Examiner is asserting that Sun, ct af. does disclose 
a device adapted to prevent and 'hi thwart reverse engineering or docs not disclose a device that 
prevents and/or thwarts reverse engineering. The Examiner is run entitled to iake one position in 
one part of the Official Action, and ihen a completely different position in the second part of the 
Official Action. 

Moreover, if the Examiner does believe that Sun discloses "a semiconducting device adapted to, 
prevent and/or thwart reverse- e^^ : :mccring , ' as asserted on Pnge of the Official Action, it is 
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noted, with all due respect to ihc Examiner, that Sun does m>t appear to use "reverse* 1 or 
"engineering" ai any place ifi the disclosure. As such, on what possible basis is the Examiner 
making the assertion noted above 7 

The assertion made by the Examiner is undoubtedly a factual assertion. As such, the Examiner's 
requested to put the assertions into affidavit format as specifically required by the Kulcs of 
Practice. Please see 37 C.I\R. §1 KM(2)(d). Compliance is respeei fully requested. 

On the issue of the weight U- he given to the terms "adapted"', the Examiner cites In re 
HuJehinson, 69 USPQ 138.. without, even paying the applicant the courtesy of noting that the 
Examiner is relying on mere dicta. 

The Examiner's intention is directed to the MPF.P, which does address "adapted to" terminology 
in §2106 and §21 1 1.04. Note is made of the fact that the MPEP does not cite In re Hutchinson, 
which makes it clear thai the Commissioner does not put much credence in the dicta set forth in 
Hutchinson, Why then is the P>;aminer relying on the dicta? Note also the language of the 
MPfiP where the use of that language only may "raise a question" ;is to the limiting effect of the 
language. The MPEP does not sanction that which the Examiner is doing :n this Application 
where the Examiner is ignoring the "adapted to" terminology almost seemingly out of hand. 
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The Examiner states thai the "adapted to" language "only requires the ability io so perform", is 
the Examiner saying that, wiih respect to Applicants* disclosure or lo the prior art? Or is the 
Examiner is trying to state thai only the Applicants' disclosure needs to have- the "ability to so 
perform 1 ' and the prior art does not require "the ability to so perform"? If so, then the Examiner 
is basically asserting that Uie pri;jr arL does not need to meet each and every limitation of the 

4 

claim even though the Kxiimiricr sets forth the rejection under .55 U.S.C. $ 102(h). Thai is 
obviously improper. 

On the other side of the coin, if the prior art needs to possess "the ability to so perform", lo use 
the language of the Examiner, then how does Sun possibly possess the ability lo "prevent: and/or 
thwart reverse engineering, particularly when Sun does not teach reverse engineering 
prevention as admitted by the Examiner in the Official Action? 

Next, the Applicants assert that she "contact region" limitation of Claim I is not met by Sun. 
The Examiner responds by Idiiny the Applicants that the term "contact region'' is a broad 
limitation and the Examiner seems to indicate that the Examiner can read it on whatever 
structures he want;; to in Sun. With uli due respect to the Examiner, the Applicants believe that 
this is not the slate of the law. Firu, it is submitted (hat the Examiner's assertions with respect to 
what is a contact region in Sun Hies in the face of how the term contact is defined in this art. 
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Enclosed is a page from "Fundamentals of Semiconductor Processing & Technology" by Badih 
El-Kareh published in i 995 by Kluwer Academic Publishers. Note that contacts ore defined by 
openings, which are etched in die isolation shown on Figure HAS of El-Kareh. Note the 
similarity in l he shape of (he isolations in Figure 8.15 of El-Kareh and in Figure 6 of Sun. et al. 
Does the Examiner see any openings in the isolation layer of Figure 6 in Sun. el. al. in the region 
that Ihe Examiner defines as Hein.u the "contact region"? 

What the Examiner defines as "a contact region* 1 is, in fact, a region having zero contacts, While 
the term "contact region 7 ' might he a broad limitation, as the E.\:iinincr asserts, it is submitted 
that it cannot read on something which has no contact, and thai is the something which the 
Examiner has done in examining diis Application. That is improper! 

It is submitted that there is one. and only reason, that the Examiner characterizes the left-hand 
side of Figure 6 of Sun is being a conLacl region, that is the desire to rcjcci (he claims in this 
Application on a nonsense piece of prior art by basically ignoring the limitation in its entirety. 
That is, with all due respect m the- Examiner, highly improper. 

Claim 1 also recites "a metal plug contact** which the Examiner asserts is anticipated by a 
"conductive layer between nuxd 16 and field oxide.../*. ! he Examiner is making the 
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assumption That the layer immediately above semiconductor subvitaie 12 on ihe left hand side of 
Figure 6 is Held oxide. Firs;, n is to be noted that (he Examiner's assumption that the shape, 
shown on the left hand side olTkunv 6, appears to be field oxide is not based upon any teaching 
in Sun, but on the mformalion the Examiner apparently knows from prior art. Does the 
Examiner see the words "field oxide" anywhere in Sun? The point of this observation is that the 
Examiner's rejection is really not proper under 35 U.S.C. §M*-. since the Examiner is really 
saying thai it would be obvious so make the layer above the substrate on the left hand side of 
Figure 1 out of field oxide, meaning that the Examiner-is really making an obviousness rejection 
under 35 U.S.C. §103 as opposed io an anticipation rejection under 35 U.S.C §102. 

Well, if the Examiner wants to make o 35 U.S.C. §103 rejection, ihe Examiner can do that, but 
only after withdrawing the iinalil\ of this rejection and 'entering a new non-final rejection on that 
basis. Of course, then the Examiner would also have to' explain (he motivation for making the 
modifications, which the Examiner would then be making u> the Sun disclosure, and the 
Applicants would be permitted to inquire about where these moinations come from the prior art. 

Of more import arc the two unlabeled cross-hatched boxes .show n above die layer, which the 
Examiner characterizes as Wnv; field oxide and immediately below layer 16. The Examiner 
characterizes those two boxes as "metal plug contact" in makiiui ihe rejection. 
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However, in Sun's disclosure, those and the other unnumbered layers are characterized much 
differently. (Mease see the I'arae.raph beginning at: the top of Column 3 ol' Sun wherein Sun 
tenches the reader that the "unmarked layers lie adjacent or under dieleetrie layer 14 and 
illustrate the fact that dieleetrie !a\er 14 could be physically removed or in contact with substrate 
1 2 . The unmar ked l overs n re. not labelled due to the fact thai ihe unmarked layers are not 
required in order to understand the i nvention to disclose he rein," \\ is submitted that the sum and 
substance of that disclosure is that those unmarked layers ate utterly unimportant to Sun's 
leaching and can basically he ignored. They appear to be randomly positioned in Sun with no 
rhyme or reason. The simple reason- for that is randomness lha! ihey arc depicted for one and 
only one purpose and that is to illustrate the fact that "dieleetrie layer 14 eouid be physically 
removed or in contact with subsume 12". That is the sole purpose of their depiction. 

However, when the Examiner reads Sun, he sees a metal plu t u in the unmarked cross-hutched 
boxes of Fiuure 6 in these |avci>.. Whv is that so? Could it be because the Examiner has had the 
privilege of reading Applicants disclosure and now understands why it might be important to 
dispose a metal plug on top of Held oxide? 

Furthermore, where does Sun le.u. h thai those two lavcrs are metal? 
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Again, the Examiner ignores thai which Sun loaches, but tries to road Sun on Applicants 7 claims 
without giving clue regard lh:it which Sun really touches. This hxainirier is trying lo bend Sun's 
disclosure, much like a nose of wax, for the sole purpose of anticipating Applicants* claims 
without giving due regard to ihat. which Sun really teaches. 

What the Examiner is also doing is converting Sun from a 35 i : .S,C, $102 lo a 35 U.S.C. §103 
piece of prior art without bothering to cite what additional art he is relying upon to modify Sun, 
nor explaining where the motivation for making the modifications come from. That is improper. 
Additionally, if the two unmarked boxes shown above the layer, which the Examiner 
characterizes as being the field oxide on (he left hand side ol f igure 6 of Sun, can be metal 
layers, then where is the motivation for turning those two layers into metal layers coining from? 
With all due respect, it is suggested that there one, and only one. place that the Examiner is 
getting that motivation, and thai motivation is coming straight oui of Applicants' own disclosure. 
The Examiner is, in facL using Applicants* own disclosure agains! Applicants, and that is unfair. 

Claim 1 is not anticipated by Sun and the Examiner's rejection of < 'laim 1, and the Claims which 
depend thereon, based upon Nut\ is wholly improper. 
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Claim 9 

The Fxamincrs rejection of ('him 9, based upon Sun. is 111 led with as many holes as the 
Examiner's rejection of Claim I . 

When examining Claim L the left hand side of Figure 6 of Sun is characterized as being the 
contact region. Now, when we c«*nic to Claim 9, all of sudden the right hand side of Figure 6 of 
Sun becomes a contact region. It is just amazing how Sun seems to mclamorphisc as the 
Examiner attempts to read Applicants 7 claims upon it. Just exactly where are the contact regions 
in Sun? Or is the substrate one big huge contact region? Where does the tixo miner see anything 
like the contacts described bv El-karch in Sun? 

Why is uncrossed hatch region immediately on substrate 12 on the left hand side of Figure 6 
characterized as Afield oxide" ;md the lwo crossed hatched boxes immediately above the Held 
oxide characterized as being ^ metal plug contact" by the Evsminer? What possibly makes 
those two layers "conductive" as :;sseried by the Examiner in the Official Action? 

The k-xaminer is reading more imo Sun than Sun discloses. If ;he Examiner warns to do that, 
then the Examiner can try u> coir-.crt this rejection under 35 U.S.C \ §102 to a rejection under 35 
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U.S-C §103, but the Examiner lias lo comply with the Rules of Practice. Where is there any 
disclosure vvhalsoever that the r*\o cross hatched boxes on the iefi hand side of Figure 6 of Sun 
are either "meial^ or "conductive" as asserted by the Examiner? 

The Applicants' comments with respect to the "adapted to" terminology in Claim 1 also applies 
equally well to Claim 9. 

The rejection of Claim 9 i.s improper tm<\ should be withdrawn. 
Claims 

The Examiner rejects Claim 3 widioul bothering to explain, in any detail, why Claim 5 is being 
rejected other than to refer the Applicants* attention to the rejection of Claim ! , which is a device 
claim, while Claim 5 is a method claim. 

Claim 5 recites a method of preventing and/or thwarting reverse engineering. The Examiner 
agrees, in the rejection of Claim K that Sun docs not teach reverse engineering prevention. If 
that is the case, then why is Claim 5 allegedly anticipated? 
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Claim 5 recites, "providing a 1 lei J oxide layer". The Examiner ;ipparcnil> reads that on the 
uncrossed hatched (aver irmnodiaidv above laver 12 shown in urc 6* of Sun. 5s not this really 
an obviousness typo rejection as oppose to an anticipation rejection? 

Claim 5 also recites, "providing a metal plug contact disposed uiihin said contact region and 
above said field oxide layer...." I he Examiner apparently reads ihai upon the two cross-hatched 
boxes shown on the left hand side of Figure 6 between the layer mat die Examiner characterizes 
as being field oxide and layer 16. Where does Sun teach thai those layers are metal? As noted 
above. Sun thinks that those layers are so unimportant that. thc> arc not even worth numbering 
and arc apparently randomly drawn merely to demonstrate (he (act that Sun's dielectric layer 
"can be physically removed or in contact with the substrate 12" a> specifically taught by Sun. 

Why is the region, which is covered by the layer of which (he l-samincr characterizes as being 
Held oxide in Figure 6 of Sun, characterized as being a "eoniaet region" by the Examiner? 
Where arc the contacts such as ihnse (aught by FJ-Kareh? 

It is submitted, with all due respect to the Examiner; thai the ^nly reason that the Examiner 
characterizes the left hand side or Figure 6 of Sun as being the contact region and characterizes 
the two crossed- hate bed boxes as being a metai contact is ro reject Claim 5. However, the 



PAGE 12/18* RCVD AT 3(1812006 8:50:30 PM [Eastern Standard Time] * tVfcUSFTOEF XRF-2/3 * DWSOTOO 1 CSID:3239340202 % DURATION (mm-ss):0W4 



, 03/16/2006 17:52 FAX 3239340202 LADASPARRVLLP @ 013/018 



Response to Final Official Action d-.'iivd March 16, 2006 
Re; USSN OW7tS8/HM 
Page 12 



Examiner finds that Leaching only in Applicants* own disclosure and then uses it against 
Applicants in citing Sun since oh\ iouslv Sun is devoid of any such teaching. 

Claim !3 is also method claim. 

As asked above with respect lo '..Maim 5, how does Sun anticipate a method for preventing and/or 
thwarting reverse engineering when the Examiner seemingly agrees that Sun teaches no such 
thing? On what basis does the Examiner a-ssert that the layer, immediately above layer 12 on the 
left hand side of Figure 6, ix a field oxide layer as recited in Claim 13? If Sun is silent as to just 
what that layer comprises, then the Examiner is characterization < >!" it as being field oxide means 
that the Examiner is going outside Sim's disclosure lo make ihat assertion. As indicated above, 
the Examiner's requested to make all factual assertions in affidavit formal as specifically 
required by the Rules ofPraeiicc. Please see 37 C.F.R. §KHM(d>i2). 

Furthermore, how do the l wo crossed hatched boxes shown immediately above the layer, which 
the Examiner characterized as being Held oxide and below layer \ (k become a metal plug contact 
for the purpose of rejecting Claim 1 3? Where is that disclosed in sun? 
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Since Sun docs not meet each ui;J every limitation of Claim I ?. the rejection under 35 U.S.C. 
1 02 is clearly improper. 

Summary 

Sum is not a viable reference lor ihc Kxamincr to use in the corner, of a 35 U.S.C, §102 rejection. 
Before Applicants exercise their right to appeal the Examiner's Final Action, the Bxaminer is 
respectfully requested to vvi thi h; i v\ the finality of the Action, to comply with the Rules of 
Practice, to supply supporting iiHklaviis to each and cyery facum! assertion made in support of 
the rejections of claims pending it* this Application, lo otherwise correct the deficiencies noted in 
this Response, and to allow Applicants claims as filed. 
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